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DETAILED ACTION 

Claim Objection 

Applicant is advised that claim 10 is a "Use" claims. Please see MPEP 
2173.05(q) for information on "use" claims. "Use" claim has been withdrawn from 
examination. 

Applicant is respectfully reminded that it is required that all claims be amended to 
elected group. Examiner also warns Applicant not to introduce new matter when 
amending. 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-8, 11-26 and 28 are drawn to compounds of Formula B, wherein 
Q2=-COR2 where R2 is unsubstituted alkyl, haloalkyl, unsubstituted 
alkoxy, phenyl; Y=phenyl substituted with H, unsubstituted alkyl, halogen; 
Xb=piperidinyl substituted at the N-terminal with -Z-A where -Z- is 
unsubstituted methylene (-CH2-) or substituted with unsubstituted alkyl 
and -A is phenyl substituted with H, alkyl, halogen, alkoxy, 
haloalkylalkoxy, -S alkyl, -NHalkyl, and R1 (of Xb)= pyridinyl substituted 
with H, thienyl, -Salkyl, halogen and alkyl; thiazolyl substituted with H and 
alkyl; cyano; -C02alkyl substituted with H, alkyl, phenyl; and imidazolyl 
and compositions thereof classified in class 546, subclass 194 and class 
514, subclass 317. A further election of a single disclosed species is 
required. 
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II. Claims 1-8, 11-26 and 28 are drawn to compounds of Formula B, wherein 
Q2=-COR2 where R2 is unsubstituted alkyl, haloalkyl, unsubstituted 
alkoxy, phenyl; Y=phenyl substituted with H, unsubstituted alkyl, halogen; 
Xb=piperidinyl substituted at the N-terminal with -Z-A where -Z- is 
unsubstituted methylene (-CH2-) or substituted with unsubstituted alkyl 
and -A is pyridinyl substituted with H, alkyl, halogen, alkoxy, 
haloalkylalkoxy, -S alkyl, -NHalkyl, and R1 (of Xb)= pyridinyl substituted 
with H, thienyl, -Salkyl, halogen and alkyl; thiazolyl substituted with H and 
alkyl; cyano; -C02alkyl substituted with H, alkyl, phenyl; and imidazolyl 
and compositions thereof classified in class 546, subclass 208 and class 
51 4, subclass 318. A further election of a single disclosed species is 
required. 

III. Claims 1-8, 11-26 and 28 are drawn to compounds of Formula B that are 
not encompassed by Groups I or II that can be classified in class 540, 
544, 546 and 548, subclass dependent upon species elected. A further 
election of a single disclosed species is required. This group may be 
subject to further restriction. 

IV. Claim 9 is drawn to a method of regulating function of a neuromedin U 
receptor limited to the scope of one of Groups l-lll, classified in class 514, 
dependent on the species elected. An election of a single disclosed 
species for use in this method is also required. 
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V. Claim 27 is drawn to a prodrug of Formula B limited to the scope of 

Groups I, II or III that can be classified in class 546, subclass variable and 
dependent upon species elected. A further election of a single disclosed 
species is required. 

Note: Claim 28 is claims a medicine and for restriction purposes will be 

considered as a composition. 

Some composition claims include functional language. Regardless of 
function language, these claims are considered to only be composition 
claims. 

The inventions are distinct, each from the other because of the following reasons: 
Groups I - III are independent and distinct from each other as they are drawn to 
compounds of formula B and I" with different divergent moieties in the R1 , R2, A, B, Z, 
D, Q1 , Q2, X and Y positions. Group I requires compounds and compositions of 
Formula B, wherein Q2=-COR2 where R2 is unsubstituted alkyl, haloalkyl, unsubstituted 
alkoxy, phenyl; Y=phenyl substituted with H, unsubstituted alkyl, halogen; 
Xb=piperidinyl substituted at the N-terminal with -Z-A where -Z- is unsubstituted 
methylene (-CH2-) or substituted with unsubstituted alkyl and -A is phenyl substituted 
with H, alkyl, halogen, alkoxy, haloalkylalkoxy, -S alkyl, -NHalkyl, and R1 (of Xb)= 
pyridinyl substituted with H, thienyl, -Salkyl, halogen and alkyl; thiazolyl substituted with 
H and alkyl; cyano; -C02alkyl substituted with H, alkyl, phenyl; and imidazolyl. Group II 
requires compounds and compositions of Formula B, wherein Q2=-COR2 where R2 is 
unsubstituted alkyl, haloalkyl, unsubstituted alkoxy, phenyl; Y=phenyl substituted with H, 
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unsubstituted alkyl, halogen; Xb=piperidinyl substituted at the N-terminal with -Z-A 
where -Z- is unsubstituted methylene (-CH2-) or substituted with unsubstituted alkyl 
and -A is pyridinyl substituted with H, alkyl, halogen, alkoxy, haloalkylalkoxy, -S alkyl, - 
NHalkyl, and R1 (of Xb)= pyridinyl substituted with H, thienyl, -Salkyl, halogen and alkyl; 
thiazolyl substituted with H and alkyl; cyano; -C02alkyl substituted with H, alkyl, phenyl; 
and imidazolyl. Group III requires all compounds and composition of formula B that are 
not encompassed by Groups I and II. Group V requires prodrugs of Formula B limited 
to the scope of Groups I, II or III. 

The compounds of group V do not fall within groups I - III. Each of groups I - III 
and V are directed to compounds which are recognized in the art as being distinct from 
one another because of their diverse chemical structure, their different chemical 
properties, modes of actions, different effects, and reactive conditions. Each of groups I 
- Ill and V have different classifications and subclasses. It is noted that a reference 
disclosing a compound of one group would not necessarily disclose a compound of the 
other groups. Additionally, the level of skill in the art is not such that one invention 
would be obvious over the other, i.e. they are patentable over each other. Chemical 
structures that are similar are presumed to function similarly, while chemical structures 
that are not similar are not presumed to function similarly. The presumption even for 
similar chemical structures though is not irrefutable, but may be overcome by scientific 
reasoning or evidence showing that the structure of the prior art would not have been 
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expected to function as the structure of the claimed invention. Thus, by virtue of the 
different structures presented in groups I - III and V, these inventions are distinct. 

Inventions (I - III and V) and (IV) are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product. See MPEP § 806.05(h). In the instant case Groups I - III 
and V are drawn to compounds, compositions, and prodrugs. Group IV is drawn to a 
method of treatment of regulating function of a neuromedin U receptor limited to the 
scope of one of Groups l-lll. 

The method of treatment can be practiced with another materially different product. 
For example, Lin et al discloses compounds of that falls within the scope of claimed 
compounds (see US 4,791 ,1 20). This is just one method of treatment. 




where R* is «j. wnsubatiluted or sabsthuted heterocyclic 
ring system; R 1 a aa unsiibstituied or substituted 
phenyl- it » iower aikyl or lower alfcoxy, and L is 
selected from & wide variety of groups. 
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Because these inventions are distinct for the reasons given above and the 
search required for group I is not required for groups II -V, restriction for examination 
purposes as indicated is proper. Groups I - V are not identically classified under U.S. 
Patent Classification guidelines, thus, to search them together would present a search 
burden on the Examiner. Moreover, the searches in non-patent literature databases are 
extensive and do not overlap thus presenting a search burden to be searched together. 
Thus, groups I - V have been appropriately restricted on the basis of being both 
independent or distinct and presenting an unduly search burden on the Examiner if they 
were to be searched together. 

Restriction for examination purposes as indicated is proper because all these 
inventions listed in this action are independent or distinct for the reasons given above 
and there would be a serious search and examination burden if restriction were not 
required because one or more of the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their 
different classification; 

(b) the inventions have acquired a separate status in the art due to their 
recognized divergent subject matter; 

(c) the inventions require a different field of search (for example, searching 
different classes/subclasses or electronic resources, or employing different 
search queries); 
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(d) the prior art applicable to one invention would not likely be applicable to 
another invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 
101 and/or 35 U.S.C. 112, first paragraph. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a invention to be examined even though the requirement 
may be traversed (37 CFR 1.143) and (ii) identification of the claims encompassing 
the elected invention. 

The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. Traversal must be presented at the time 
of election in order to be considered timely. Failure to timely traverse the requirement 
will result in the loss of right to petition under 37 CFR 1.144. If claims are added after 
the election, applicant must indicate which of these claims are readable on the elected 
invention. 

If claims are added after the election, applicant must indicate which of these 
claims are readable upon the elected invention. 

Should applicant traverse on the ground that the inventions are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the inventions to be obvious variants or clearly admit on the record that this is 
the case. In either instance, if the examiner finds one of the inventions unpatentable 
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over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 
1 03(a) of the other invention. 

Rejoinder Advisory 

The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
AN claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
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patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species or invention to be examined even though the 
requirement be traversed (37 CFR 1.143) and (ii) identification of the claims 
encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
reserve a right to petition, the election must be made with traverse. If the reply does not 
distinctly and specifically point out supposed errors in the restriction requirement, the 
election shall be treated as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of 
record showing the inventions or species to be obvious variants or clearly admit on the 
record that this is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art, the evidence or admission may be used in a rejection 
under 35 U.S.C. 103(a) of the other invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 
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Conclusion 

Applicant is respectfully reminded that it is required that all claims be amended to 
elected group. Examiner also warns Applicant not to introduce new matter when 
amending. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Mabry, PhD whose telephone number is (571) 
270-1967. The examiner can normally be reached on M-F from 9am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janet Andres, PhD, can be reached on (571) 272-0867. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

/John Mabry, PhD/ 

Examiner 

Art Unit 1625 

/Rita J. Desai/ 
Primary Examiner, Art Unit 1625 
3/11/08 
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